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The test of obviousness requires that one compare the claim'* " ■object matter as a whole" with the 
prior art "to which said subject matter pertafcn." 35 U.S.C. § 103. The inquiry k thus highly fact- 
5 specific by design. This is so "whether the trrvetmoa be a process for miking or a process of using, 
or some ether process" In re Knebl, 475 F.2d 65*, 665, 177 U.S.P Q. (BNA) 250, 255 (CCPA 
1973). When the references cited by flic examiner faA to establish a prkna facie case of 
otniooaness, lfcfejectm 837F.2d 1071, 1074, 5 

U.S.P.Q.2D (BNA) 1596, 1986 (Fed. Or. 1988). Our claimed invention is a deposit application 

10 auction process to soficb eemp^hive deposit tenna wl^ Zaodi (US 5966699) is one of a loan 

applicatkm auction and Brown (US 6167386X an auction As! uses grouped bids. In examining both 
prior arts, we faB to see any commonality or suggestion in the prior arte raised in Zandi and Brown 
that teach deposit Application auction. Furthermore, dtcxe is no hint in either prior arts to combine 
each other features. Even if they are cornHnnHc, fee reauitarit invention is one that uses grouped 

15 bidders to bid for kum application and not as for deposit application, the subject matter not obvious. 
Prima facie requires the subject matter as a whole "deposit application aactton" to be obvious to one 
skilled in the art reading both prior arts. 

AHtough from the prior art references, the examiner cited a generic auction system in combination 
20 with loan arjpttcatkw ittvlsw of one with coHectrve bidders, "die ipcro fact that a device or process 
ntihzea a known scientific principle docs not alone make that device or process obvious." Uniroyal, 
hie. v. RiKftin-Wacy Corp., 837 F.2d 1044, 1053, 5 U.S.P.Q.2D (BNA) 1434, 1440 (Fed Cir. 
1988). See also Lmdemarm MaschjiMnfabrft GmbH v. American Hoist & Derrick Co., 730 F.2d 
1452, 1462, 221 US J>.Q. (BNA) 481, 489 (Fed. Cir. 1984). In tins era, the known business 
25 principle is an auction system which is old in the art 

Moreover, the mere poasOdtytha* atom a 
auction open to ccdlec^b^ 

such that to ore wr*tt lead to th^ 15 does not 

30 make Ac process recited m clahn 1 5 obvious Arnicas the prior art B Mftgp s t e d the dcakabflfty of [such 
a] modification" or replacement In re Gordon, 733 F,2d 900, 902 , 221 U.S.RQ. (BNA) 1125, 
1127 (Fed. Or. 19^X Without fim ki*w^ 

elements suppoLting those steps, there is simply no suggestion m the rcfereinca cited by the 
examiner to practice the claimed process. This is dearly observed, in a case involving a highly 
35 analogous set of fitcts, "one cannot choose from fee wtimm,- Money, 499 F.2d at 1293, 182 
OSPQ at 306. It is therefore not prima facie obvious 

Moccovar, the obwo swowa teat is "what the combined teachin g s of Ac refe r ence s would have 



aoffiested to flame of oidhiary skill in the art** In re GPAC lnc M 57 F.3d 1573, 1 58 1 (Fed. Cir. 
40 1995). Without one hint me n t io uiitt j deposit apportions m eMicr reference^ it would not be 
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difficult to see that hindsight was used here by die examiner, which is xm* permissible. In Richard 
Ruiz vChsncc Co (No v 99-1557, United States Court of Appeals for the Federal Circuit, decided 
December 6, 2000) "la aider to prevent a hiitds^ht-based obviousness ms&ym, it has been 
efftabttshed that &c relevant inquiry for determining the scope and content of the prior art is whether 
there is a reason^ «388e*tioJi, or motivation in the prior art or elsewhere that would have led one of 
ordinary skffl ki the art to combine the refemtces." 



The examiner opined no evidence cofttainmg nay su gge stion or n$atrv&&i0ft to combine sources fium 
said references either (a) to modify known loan anctkm with another auction system based on 
l o grouped bids to obtain the particular subject matter as a whole recited in claim 15, or (b) to obtain 
the particular new and nosobvkms competitive deposit terms produced by the process of claim 15. 
Throughout the estimation, the examiner seemed to draw Zanctt as ahowing deposit appticatton 
but without showing any evidence for such. We did a word check on Zandi and there is not even 
one word of 'deposit* to support the examiner's assertion. 

In short, the moat pu!k»ul prior art, Zandt contains nothing at aft to support the conchision that the 
particular process recited in claim 15 is obvious. Even if afltfae elements existed in Zan^ one must 
fttin describe the motivation to modify this for an anonymous deposit abdication auction from one 
that deal* exclusively with non-anonymous loans application. The question is why and what n the 
20 motivation for one slaKed in the art of loao application auction could 

reach cot claimed invention when the pr obt u n and subject matter of deposit fflftttioi is not t^mgW fa 
ZandL 

For example, the reasoned benefit as afluded by the examiner's response to claim 15 which m for 

25 financial ^cotaiityfcci*^ 

known in the ait. The examiner has stated the motivaikm as *^tttrart a larger 
for financial gain/ 7 Kurdiermnre, there is no indication in Zandi that it not able to attract a larger 
volume of customer* over a network by dkptayfcjg method and hence would motivate one akfflcd in 
the art to modify it to a deposit auction from a loan application auction. In fact, Zandi actually teach 

30 using a web-based method for display ( Zandi Col 7 line 56) and hence the reliance on Brown's 
delaying method is redundant 



35 



— w . ■ ■ « g . ■ - — w — m»aun p> WI»il l J» "WMWI UIWTU UI f iHTl 8 

40 ffivenhonmtennsof loanaactk^^ 
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procipte* we catniot agr^ 
accept as a de qu at e to support impticfdy the conclusion that a drifted artisan confronted with (1) the 
problem, Le^ depOstors wanting a method to discover better deposit tains, ami (2) the teaching* in 
Zandi and Brawn, would have motivated to modify ^ 

auction with diapfay to anonymous deposit auction purposes ia cyder to solicit uaera> when there are 
no teachings even incidental to the subject matter of deposits. To crave out a reasonable motivation, 
one has to show that discovering competitive deposit ierma problem is found in Brown or Zandi's 
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40 



extended to depttito rate*. Htm was never shown by the (summer. This is perhaps that it is well- 
known in the art of banking that loan rates and deposit rates are not substitutabfo. For example, in a 
loan document one wiB not seek a deposit rale from the borrower ts most obvious. 

5 The main duTumtc c b e tw e en Brown's Auction with our claimed in v ention is that our invention is to 
solicit c oiup c tk htt deposit terms foam deposit-taking nwlininon through a bidding process with ti>c 
reward being the identities of the applicants which is not a purchase tranmtr4irm since it is wefl 
known that identities cannot be bought or sold or reveal without the owner's cement. The reward 
for our bidders b tfrc identity based on the merits of bided deposit terms whereby bidders arc 

10 selected by the o ff ero r . The reward for Browne bidders is the bided item which is automatically 
selected baaed oik grouped hid dollar amounts. Furthermore, ft Is well known that Identities cannot 
be sold or purchase which means Brown's teaching is not capable of functioning as per our claim. 
En Zandi, the bidders abea<ty know tin? identity of the applicant* so sfotilarty there is no requirement 
to reveal something that ja known. And because ttte identity is already known, revelation of identity 

15 by offeror would not be obvious. 



The examiner asserted that the inotivaikm m to solicit deposit appftcahon over a network, a 
suggestion or motivation which is not found in either cited prior arts, hi particular we submit that 
Zandi in view of Brown <fid not even suggest discovering a competitive term for potential deposnors 
20 man auction, or shares depositing or where a bid includes shares in exchange or the fact that this b 

r» aft elements material in our claimed invention. 



Lastly, the fact that flic exammcr was not able to source for a prior art having a hint for deposit 
application or describing a solution or our proMmu of dbcovering a competitive deposit term for a 
25 d^osit applicant dircctfr can only mom that the art itself is not obvious. Thus, ttm evidence creates 
a genuine issue as to whether those of ordinary ska would have any motivation at a£ to reach the 
claimed invention or known of the pmbtoai at tire time of invention was made. 

Amended Chums 24-33 and 34-38 asnertmr response 



The Action Len^madfed 18 August 2003 detaQs Claims 15-19 and 24-33 have been rejected under 
33 USC 1 03(a) as being unpatentable over Zandi (US 5966699) m view of Brown (US 6167386). 
Claims 34-38 are rejected under 35 USC 102(e) in view of Frvtklm ( US 60555 l«i We are also 
unsure why similar ekmc^atr bc^ rejected under both 102(e) and 103(a) by different prior arts. 
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Evidential AnafyflB of Exatmncr's determination. 

5 

The applicant respectfully (fiaagrpes with Hie Examiner'* assertions ti*at ZandS discloses in brief the 
followixj® ; ( For complete dements please refer to Actual claim language in Appendix 1) 

a) receiving a deposit application from a prospective depositor who is a respective one of the users, 
10 wherein said application c ompi lin g, personal information, money, securities deposit terms of offer, 

b) assigning a handle to conceal the real identity of deposit applicant and displaying it anonymomdy; 

c) receiving a bid comprising deposit terms, type of guarantees, payment schedule, deposit rate, 
15 securities in exchange etc; 

d) audkori2ing to access the real identity of the applicant by deposit applicant; 



Each of the above section inclusive of iRj i iq i ts are discussed as beknv 



20 



a) repeKfnff ft dttwvftil anpfoatkm fam a prospective depositor who i$ a respective one of the users, 
25 gtomsaids^DBcsaien 

!j- Applkaiiit suiHitfia 

<j money, securities offer term* as in our claim. As we have said fttc subject matter at hand is not one 

30 of a loan hence said deposit application's information would not be obvioua fiom loan application 
initiation as known in flic art or taught by Zandi to support die Examiner's assertions* It is well 
known m the art loan applications, the borrower is asking for money rod not offering money or 
securities as in a deposit term offer. Why would oru? slotted in the art would suggest a borrower in 
Zandi to offer money or securities when the issue for a loan application is to borrow money. 
33 FtsrtheraKOT, Zamft made no suggestion of bonuwing atsatrilica in a loan application and it is 
oqoagy difficult to rodnretanrt wtry a borroww would need to borrow securitks to fimd his 



^ examination of the Zan«^ 
40 "d^os** which b a primary requirement to show art in the same field to sustain the above 
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anafeftkwift. There are no auiggea lions from Zandi to Assume that a loan is equivalent to a deposit or 
such loan auction method t* tf*e to function atHmymoraaly which k mother ratnifcmeitt to meet our 
claim dements fer section (b) and (d). It is well known in the ait, tqgwtotkwri and in caae law that a 
Inn is not a deposit. It is fnrftier weft known tfv* a loan application or applicant cannot be 
5 anonymous since an on y ni &y witt defeat the purpose of a credit cheeky which is crucial in loan 
process. To date, the cxammcr has not even articulated a hint as to how or why a loan applicant 
ihhcicitdy shows a deposit applicant as in onr clarmed invention to support much of the prima fstac 
case. 



10 The examiner asserted that Brown mchides an account creation process for bidder to capture 
personal infonflfttioa which makes it obvious to modify Zandi to do the same wifc Hie benefit of 
receiving deposit application* with terms and condition of depoata. 



Sakl assertion faded to distinguish between personal information and terms and condition of 
15 deposits by ap p timiil or offeror. The forma is made anonymous white Ac latter is open. In Brown, 
there is only teaching of personal information, so how would it possibly be obvious to include 
receiving deposit terms reading Zand* m view of Brown? 

In Brown, the accooirt creation process is for securing bifldcf * jf information and Hence the personal 
20 information is never Kraal unlike our claim which inchides reveafing said mfcdtnatbn later by 
deposit appfica*! for a second period to selected bidder as m part (d) of claim 15. There is no 
evidence to show that securing means is equivalent to anonymity means. Anonymity is clearly meant 
to conceal the rdratayaodn^ 
byafl] 



4 23 

For obvioumesa to stand, afi elements must be coraadercd and the difference chained. Theits is no 
explanation by the examiner to show how one skffled in the art reading Brown whereby the 
suggestion is to secure bidder's information can somehow svnflarfy be applicable to die offeror as 
clamed in our invention. This knowledge gap between seeming bidder's information leading to 
30 auoiijiiiity tor offeror must be explained so that its obviousness ra cksr. ft « wefl known in the art 
flu* an offeror cdftnot be a bidder at the same time rwr can the roles be exeb^ 

b) ftWNnff a handle to conceal the mat identity of deposit anoficaol and dWawing it anonvmourfy; 

*j 35 This dement is speedy for identity to be concealed and later dtenlavmg it anrniywiffmHJy by n«mg 

Hi 



Tl»e eocanww haa opme^ 

fiom Col 4 tinea 60-65. A close readtag of ihc said evidence reproduced hero u t ext Markup 
40 Language (HTML). A suitable browser is Netscape 3.01 avaflable fiom Netscape Corporation of 



Page 6 of 29 



jj Received from < 1 309 437 7071 > at 1017/03 2:45:43 AM [Eastern Daylight Tie] 



07-0CT-2003 03:09 ECQRP NU. COM 1 309 437 7071 P. 08 



Application number: 09/534233 Art Units 3628 

Applicant: Khai Hee Kwi Examiner: Clement* B Graham. 

Tide: System and method for conducting an electronic financial asset deposit 
auction over computer network 



Mountain View, Calif. Bnmer 29 sBows remote c o m p ute* 30 to access and display the content of 
an HTML template 22 rending on central computer 1 8 . HTMI . template 22 contains the main 
webp^ges dbptayed to cmrlme Udders on remote computer 30. ■* 

5 Tine template 22 is further consisting a bidder foim 76 which is displayed on the screen ( Col 5 line 
63) and FIO 5 and FKJ 6 but none of thn evidence shows a deposit ^pHc^km ^ asserted by tiw 
examiner. In particular HO 6 shows a bidder achy form 76 with current item 70, graphic pictures 
72 and description 74 which none resemble a deposit application. Oar claim for deposit application 
do not cdl iteikta 70, 72 and 74 or vice-versa. The fact that it shows dsplaying alone is insufficient 
10 to clear the huftBe of dbpbrying a deposit application anonymously as required. It is well known that 
'displaying 7 is an old clement but when combine wilh 'deposit application anonymously', die 
combined e l em en ts become nan obvious as said is not taught by Drown or ZandL 

As stated in our claimed, the anonymous deposit application comes wffli deposit otter terms and 
\3 permissible phonal inf^^ We therefore could only disagree with 

the examiner on this etnrtatce and discount it as not responsive to our 'displaying deposit application 
anonymously' 



30 



The examiner has opined that Brown disclosed concealing a real idenifty of the prospective 
20 depositor for the deposit application to be displayed over said network and offered Col 7 line 3 5 as 
evidence, Oqr ewnimrfnn of this line shows that Act jg not die case. The exact quotation in Col 7 
line 35 reads as "Securing registration record 42 ensure* confidentiality of account information for 
bidder 38 « Anonymity means ot^y the identity Is bdng concealed whfc securing registrat^ 
record as taught by Brawn means to ensure confidentiality for al personal Mans within the record. 

25 

Brown further tmt&A securing the database to prevent registration HDcord of the bidder fiom being 
accessed ewroriqg confid entiality. Col 7 tines 33-38. Ibemeanit«of security here m Brown ts to 
acew to enure confidentiality whfe onr clamed dement* tgfiy to providing anonymity 
fefced to die identity of the applicant (offeror) being concealed during Ac auction piocess. In short, 
anonymity means other users win not be able to identify the deposit ^pttcant in terms at name or 
penonal ntfornution aad not as in Brown in denying Access to aU men. In other words, we provide 
the assumed identity of the applicant as a 'fc*trffe' which is known to the offeror and is displayed to 
result in anonymity. We did not claim securing die information as kt Brawn since tins means 
nothing can be displayed contrary to our method here. SttmlarTy flw need for securing need to 
35 cwwre c nnfw t rna i sHty as taug}xt by Brown would be contrary to die need to display, a functional 
contradiction by tedf. 



40 



In fret Brown gave good reasons to secure tins information because Ihey cornea of hank accounts, 
credit cants numbers ( Brawn FK3 3) and other financially sensitive infbimatian that an; never 
revealed imder any cirenmatances otha 
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The important question here is what it the motivation found in Brawn which makes it obvious to 
provide a han&ewhe* ft mercty teaches accural And how is it obvious to leap from 

securing a bidder's in&mnstkm to providing a handle far the offeror ? Once a bidder's record is 
5 secured to ensure cotifkkaitHdity, why should * hancfle be necessary at aH to secure information that 
is locked away in a database and win never be jnevealedL This deafly shows the need for securing 
information and one for anonymity are irreconcilable and addressed (Efferent problems. 

Fuilheimore, our claimed tavetttton wants to provide idwHificatiop information aboirt the 
1 0 prospective d tpoai fto t at the end of tfie auction to the selected bidder and not as suggested by the 
crammer's benefit as K would have been to not to disclose the identity of the prospective users It 
is ctaflr in Brown that such information is never going to be revealed. 

In Zandi which deals with k>ans, it is said that the borrows 

1 5 into a database wftfabi AncttanWare and 19 held open to access by lender* for a pratctemimed 

period of time. Col ZUaaea 66-67 and Col 9 lines 1-3. The result of assigning a handle for a loan 
ap pl icati on w3l defeat the purpose of said invention since as mentioned, the lenders/bidders must 
have access to the real identity nrformatton for credit checks. Even if Brown has taught of such 
assigning of haadfe to conceal the identity (which is not the case here), it would still fail for die 

20 same reason that a loan application requires said infbnnatxxL Therefore the suggestion to combine 
with Brown wffl render Zandi's loan application auction defective and destroyed its function. 



Another pobif to. consular is that Brown taught of bidding under a gjnpop, however this do not solve 
or adchess the need far anonymity as in this cUmod mventton. To hkl in a &rmp means the 

23 &x>uped bidders nmatknw while 
in th* cbnmcd in vralio^ only the deposit sppftcant fcnows his own handle ae when it is assigned. It 
is also worthwhile to consider in a normal auction biddata have fiduciary nhMgariott fr» ftilfiT| ttw 
terns of bidding and hence a legal relationship » farmed irtunediatcjy upon acceptance of bid by 
offera. Being anonyinauB would defeat any contractual requirements &nd is contrary to the 

30 wtwkiima of a generic auction system, hi coimast onr claimed h r wiitiu n mm monytn«M section 
method as a competitive means to dctciiuine deposh terms. There is no legally bnufing depositing 
contracted at the priarfwl^ The bidder 

(deposit taking fartftutjon) and depositor must further finalise their tfeiopvtared Arrangement legally 
^ hence anof^rttify does not p most auctions 

35 involving actual prachase 1 



The beneft provided by examiner w st a ted "to attract a larger volume of ctntanera for a financial 
gain of an metrtubcm" As mentioned, we find this odd because deposit funding is normafly an 
expense ie banks take deposits by providing an opportunity cost on these fends or securities. 
However, when a bank is providing a loan a 
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hence financial jpnn bat as wc mentioned, this claimed invention is far deposit, not loan. Our 
conclusion h that this motivation is not sound to one skHted in the art, is not appropriate far deposit 
because it is mainly an expense for ihe institution and difference evidenced between deposit ami 
loan. 

5 

c) bids from deposit tricing mstitiitians and bids comprising deposit tcyras 7 rypc of exchange, 
bccuriiied etc. . 

10 The examiner made no mention of deposit beting securities (stocks and shares) as covered in our 
specification md is not taught by either poor arts. Banks may propose seemtties such as shares as 
compensation m lieu of interest as a way to diversify sham portfobo risk bnt the taking of deposit is 
never a means for financial gain nor is it a purchase as in Brown. Brown taught of purchasing 
companies by bidding for the shares but not m shares depositing. The auctioning pot is merely to 

15 discover a better share deposit return and not as in Brown to purchase/sell shares. 

Note: The examiner's response in the current action letter for this dement is found in Cham 21 ( at 
page 3) and is not responsive as it shows receiving a deposit appficatkm and not elements found in a 
bkL We have previonafy highlighted this in our last response letter. As mentioned, this response 
20 correspond otacjfr to t^ Ourcuxrent 
Clam 21 is alresdy deleted as st 
15 section c. 

25 d) Revealing the identity to selected deposit-taking BK&utkm 



As for fee dement of rcvealktg the real identity of die deposit applicant as recited m our soction (d> 
the examiner said that it is obvious as a matter of common 
ait to aceew the real identity ^ 
30 As mentioned* our previously amended response has cancelled this claim by moving the element to 

— * 15 r ' 



In re Lee, 277 F.3d at 1345, 61 tJSPQ2dat 1435, the court said that such 'TaKWViedge must be 
artkulated and phlced on the record.^ 
35 reference* cannot be ttancdkd by the Boanfs general conchialora about what is "basic fcnowfed^' 
or 'common sense.* Id. at 1344, 61 USPQ2d 

publication nor does the Examiner provided any other evidence to tmppu r l fit* contention. 



V 
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We disagree and unless the ordinary drilled has knowledge of our claimed invention here, this 
ctemeni would not have been obvious in the K#rt anonymtfy (not tangjht by neither prior arte) is 
rogngrd firing tire amotion pmcetw which necessitated this later flop as * whole in Claim IS. 

5 Evenifttnsis weflfcriowna«^^ 

system and method for deposit aructton as the subject matter as a whole itself is not obvious in fl*o 
art where 'anonymity' is for bidder (as in *nmkhn and Brown) and not for offeror as in our 
j churned i nv ention . Actually Franklin uses encryption as a means to conceal the bidders identity, 

I bidder terminal and bids BUT not the offeror (deposit applicant) bemg anonymous or both being 

10 anonymous at the same lime or the bids being accesaibic- 

Our chained invention's bkts are not anonymous nor encrypted as in Franklin and neither do we 
subscribed to using at least 4 servers to encrypt said bidders' identity and bids. Note: We wflJ 
example Frankfin under 1 02(e) for Claims 34-38 in more detail below* Claim 34 corresponds to 
15 elements found in Claim 15 and accorcfingty submit to the same rebuttal above. 



20 



* 30 



Furthermore, we arc not convinced that zmrtkm* at the time the claimed invention is made would 
have this step since Zandi cfcarty tndrc^to* that t^ arc known 

throughout Ate entire auction process by the lenders. See FIG 5 of Zandi . 



As mentioned, Brown onty taught securing the bidders' record to prevent access over the network 
to ensure confidentiality (sec Col 7 Lmc 35) and not as the examiner has suggested concealing a teal 
identity of u^deposbnr appftcanL The duTeienccs between securing and anonymity have been 
discussed above and as mentioned are significant given their different applications and dcarahuity. 
15 In fact, the evidence shown m Brown onry shows the bidders are being gr o up e d together to bid 
muter ano n anosryiuijw group known to the bidders within the group and clearly marked ( FIG 6 
of Brown) as Bid Designation. The personal details of the bidders 9tc secured hi a rilatJihasr under 
Brown's account creation (Col 3 foe 45-55) process but there » no indication that this is 
anon y mou s by means of adopting a handte. The need for security in Brown is critical because 
bidder's information includes savings account number, credit card number etc (Col 3, tinea 52-5 5) 
winch has nothing to do with anonymity which refers to identity. And unlike Brown which is to 
ensure confidentially which means to deny access^ si our cloned krventkm, we need to display 
such application anonymously to soften bids hence the l^urrvinent for a handle and farther to 
reveal the identity information at the end of the suction. 

35 

Thowfinv, It ia dear there is no motivation or benefit for relearing the offeror's real identity 
jo ferm a tinn at alt as taught by the prior arts «ncc tmne ™f th*** "^gywf c^irefllmg said identity nf 
offeror at the outoet as claimed in our Claim 15(b). Since the stage tflhc frt 
examiner's assertion, we haw to assume Aat such common la^^ 
40 kncmled^ofaeabnuv^ 
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known to relow «*o«t^ 
This rejection is tb^ 

Wc further maintain that the ctohncd titration i» patentable caw Za«di as Zand* addresses a 

dtsck»cs a system and method to conduct a iKHi-^iotitymox» loan auction. Z^ndi doc* not teftC ^ 

ayatanaticmearotoco^^ 

Bfownitdowirtiwv^tfwii^^ 

bidder'* information and bids and bidders bang abk to group nrtder * ncwi-anonymow entity. 

In liiuil nu i miilWti ri tint) tirrn thmiro fnr ihr mhjr~T t»-** * ^*»y»w*y prWartii 

There & no tayin flffri c or mggeatian in cither prior art* to combine each other teaching nor m there 
my evidence to attow such combination will reveal out claimed invention of anorrymoua deposit 
application* 



Wo tfci^orebe&^*#fbttc^^ 
allow this. 



to 



Claim 24 dcato wtfh a deposit auction ay&tem which « not found in estfter Brown nor Zattdt wherein 
nnaardcmtt^ Smjflarfy Claim 29 n an article of manufacture 

29are*tod« 4> «ttdta rt o*<3ato 15 andk»oiporate afl it* de^^ 
aOowable wipe* our dbeuaabm on Ciafcn 15. 



OrtP Ifr *<> 



30 Pr<*4m^ Am<wlMr^ 16 as 



15 



40 



Th* Claim 16 ha* 
comprising a step 



been 
; from 
; at least one 



to "Ibe method 



to claim IS, further 
over the network, an 
jnirtlhrtioftf bided fox said 



The «9M»rinpy had o]iiD« I 

apffied m Ac context of » depoait tald^ fcistifi^^ 
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merely focussing on one of the old dement 'Selecting", the examiner has ignored the reqwiuanem 
that die whole srtgect matter must be considered to be obvious reading from Zandi and/or Brown. 
As mentioned in cor response neither Zandi nor firown teacl^ 

3 IAewise, this previous^ fccaeefiwa include all of the 

fenbstions of Ctaim 1 5. As discussed above, it would not have been obvio^ 
Zandi and Brown in of what is known in tte 

system with aaoaQTOSly as in the claimed invention. We therefore believed that this element being 
the subject matter of deposit auction as a whole is not obvious and respectfully ask the examiner to 
10 reconsider thkft. 

Claim 25 and 30 are both dependent on Claim 16 and we respectfully submit our rebuttal as in 
Claim 16 since their demen t ** are common and only differ by the clan. 

15 Similarly, wc ask both 25 and 30 to be allowed 

Claim 17, 26, $1 

'4 20 

k In prevkwaly amended Clam 17 asp " 

| The method according to claim 1 5, includes a step of verifying the ownership of said money, 

| securities or financial equivalent as subscribed by deposit applicant " 

| Verification of assets ownership is not found in both Zandi and Brawn. Zandi as opined by the 

I examiner teach of a host authorizer for a loan auction winch we beheve would not perform the 

J Mme tasks ( see Zandi Col 8 Uses 45-60) as reqiarcd in our host au&honzcr for deposit application. 

• where we are kttuea tet in verifying Ac ownership of the assets. U is said that the host authorizer in 

>| 30 Zandi would purchase credit analysts and even arranged for a property inspection. It is weH known 
bi the art that a credit analysis reviews the income flow for the prospective borrower to ascertain the 
default risk Income How would mean evidence of employmert or salary dtps, cash in hank, shares 
etc and the value or amount attached to these items. As for property, it is well known thai the 
property wtfl be collateralized by die prospective lender and the vatnatkm is done to ensure that tho 
35 borrowed amoinst is wtthin g 

ownership to be checked correspotKttng to the depositor's clear tide which hardly amounts to 
determining the income flow of the depositor or a credit analysis. In short, 2andi's method is to 
ensure seaMceatnty of the proposed loan by analyzing the asset backing whSe our method reBes on 
checking clear ownership of pfopofted deposits. 



8 



hi 



40 
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20 



35 



Even if credit anirity&tt is weft known tn the art of lending and is capaWe of showing verification of 
ownershqx, wo submit k is su"D not known to do so tor a deposit applicant as in dam) 17 or in a 
deposit auction method as claimed in Oaim 15 which to 

to imitations. Aa diseased above, it would not have been obvious for one viewing Zandi and 
BfrowninKaJitofwhatfalm^^ 

anonymity as m Ae claimed invention. Wc therefore believed that this el e m ent being dependent on 
defHxnt auction system as a w^ 



10 Claim 26 and 31 are both dependent on Claim 1 7 and wc respectfully submit our rebuttal as in 
Claim 17 since fhcfc dements are common and only differ by the class. 

Similarly, we aak both 26 and 31 to be allowed. 

15 Note: The current action letter mailed 18 August 2003 for Cbdm 17 (page 3) refers to authorizing 
deposit appfieatton for solicitation which is not responsive to our previous amendments above. 



<3 pi m 1 9, ?7 ,_32i 



8 Our previous amended dahn 18 as* is 

| stated as * The meflmd according to claim 15, further comprising a step of maintaining data 

■j representative of bids far the depositor's application in a database accessible to users over a 

23 network, saki co mpr i sing depoA fecmii^ type of guarantees, payment schedule, deposit rate, 
securities in exchange ami terms of exchange nfbrmrtion on each of a pturahty of submitted 



*« responsive bide n 

1 



In regard to this ms i n t suang data element, our rebuttal heie n that both prior arts have no teaching 
30 about deposit application and hence reveal no t each ing on bids pertaining to a deposit application. Li 
particular from the evidence provided by the examiner in Zandi (Col 9, lines 55-65) deals with a 
generic auction system and not with depo^ auction. 

in gcnctal and one skffled in the art of loan auction may well wish to try for a dcpo&t auction 
process but ctnfom to fey is not the standard of obviousness absent of some teaching. The Federal 
Circuit has long held that the inere avaibfaiity 

make the result obvious. In re Deuel, 5 1 F.3d 1 552, 1 S 59 (1995). This "obvious to try" standard 
was expticiuy rejected by the Federal Orcuh m In ie OTarrel 853 F.2d 894, 903 (Fed. Or. 1988). 



As we mentioned, sod bkb have very distinctive dements found ki Claim 15 (c) which forms the 
40 repreaemtaumanrfhereinuw 
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2eloanaw*icarf 

since bid* are idbted to the applicant's credit riA ^ hence dififen fit^ penon to pen«v 
transferase nor serves aa a market indicator. 

5 We are uninirewtothcr Brown act^^ 
novtt^B to a«*»wn»ate collect 

indiYHhwl ^ i^ht nfAJitf amount bidder name, identification rannber, bid designation as 
shown fa FIG 5 and not a» our claimed depot* tenm, type erf guarantees etc Neither prior «m 
show definitely ctemcmtB connected to a deposit applkamon bid AS claimed because neither ot mem 
suggest deposit auction, a mibject matter as a whole not obvious. 

Likewise, this amended Claim 1 8 h dependent on Claim 1 5 therefore include all of the BmitatiOttfl of 
Claim 15. Aa discussed above, it would not have been ctovwus for one viewing Zandi and Brown in 
IS tight of what is known in the art to provide for a deposit application auction system with anonymity 
as in the claimed invention. We therefore believed that this dement being the subject matter of 
deposft aa a whofc ffl not obvious and reaped 



61 



10 



| c3aim27atid32a«bolh 

Ki 20 Claim 1 8 smcc thrir l Amen t* are oowman and only differ by the ctaa*- 
j. Smiilarty, wt ask both 27 and 32 to be allowed. 

i 

I; 

I Claim 19 enatfd(y deal* with total anonymity when: both deposit applicant and deposit taking 

ii' ii^ntiinlwriii am anoo y mo ra during the auction process. In the anient action tatter mailed 18 August 

F i 30 2003, die G**m*rtcr cttod that "Zandt dfedoae notifying flic bidder who submitted the winning t*T 
which haa nothmg to do wtth our p rnv io u aly Branded olaimod element for complete anonymity 



Wc have prcvkmsly amendftd in our leaporac tnaied 6 May 2003, so this claim k to cover 
anonymity for the deposit tnsfctutkxns which is not taugjit by both prior arte, &atd anonymity element 
35 was previous submit in a recognizable fbnn m our origfctal a pplic at ion now cancelled Claim 13<c). 



| - We rcspcct&Hy *& the ocammcr to allow this claim. 

itt Claim 28 and 33 are both dependent on Ctean 19 and we rapei^ully suhmft ow rebuttal a» ifl 

jr . 40 Clasm 19 since their ctometm are common and only differ by the da**. 
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Similarly, we ask bod» 28 and 33 to be aBowcd. 



I 5 <3aaQ_20-23 P revknirtv Ca n celled 

^^i3itufl._34^ 38 

10 

The third action fetter mated 18 August 2003 fktter') stated that claims 34-38 are rejected over 
section 102(e). ft is vrafl established that aimdpation under 35 USC 102 wpnees the disclosure in a 
Miigte piece of prinr art each and every limitation of a claimed invention- (Apple Computer, Inc V 
Articulate Sy*> mc 234F.3d 14,20 (Fed Or 2000)). The letter also presented US 6,055,518 by 
15 Franklin (herem * FranUm *) as the prior ait which we wffl sunmiarizc the differences below. The 
:. * exact differences wffl be mentioned individually corresponding to the claims in the later sections. 

% Franklirt's Invention Summary 

i 

i! 20 FraradhVs invention deals primarily with secure auction systems using sealed bids and not one for 
$ sottcitmg deposit terms from deposit taking institutions through an open auction process. Franklin 

gj invention is for providing scenred sealed reds m a rnnm^dfctribufccd environment wherein fee bids 

1 and bidders' inihnftffHon an secured by encryption mem and are only open/decrypt at the end of 

I! the auction. By vsmg encryption method as described by Frankftn, c<nfidentiafity to provided for 

$ 25 the bids and triddcre so that even i nsiders cannot manipulate the auction outcome by providing 

insider mftamatkm. At the end of the auction, a key is used to unlock the identity of the Udders and 
corresponding bids. This key is also used to validate the monetary value of the bkL The winner is 
gj declared by presumed the declaration signed by me correct servers. Ihe novelty in Franldin is to 

|j spflfc or distribute the encrypted infonnatson consisting of the bidder and bid mfbnnation into several 

# 30 servers so that no one server/person can have access to as! the mfoimsikm at any one time until at 
f! the end of the au ctio n . See FIG I wherein shows bids arc buhniitt ed so the service by shoring the 

kj pieces of a digfud cost among me auction servers. The identity and value of the coin is then 

% reconstructed ^ tbe end of me aiiction to l^veal the id^u^ly and value by afl earmarked good 

$] servers. The nmnnn n number of servers is 4 which is decided by a formula n~>3t+l where t is 

jfi 35 msiicious members in fltc youp of servers Franklin aJso teach anonymity for bidders ( Col 10 line 
38) by ranoving me idcndOy of me bidder at biddsBg taminala. Frankfin uses a lai^e random 
number r and use h(r) as a pseudonym for thai hid where hisa mewtgt di&tst function as denoted 
m FIG 5 in FraokSn (Col 10 Une 40 - 65). Franklin also discuss about offline cash schemes where 
|; the identity is embedded m the Value VS m a way that reveals this identity to the bank if the same 

| , 40 coin is spent mum^ times. (Col 10 Kne 40 - 65) 



I 
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Structurally, Franklin difibn from our claimed invention where at least 4 servers arc required and 
5 bid& must be submitted ranutensDouaJy to all Reran to ensure none of the servers van hove all the 
infi ormation at one time, until after the auction fa dosed F urthtam oie, the system is designed for 
clotred ttjfiyptt^ «fo*it» Ei iwah mg my claimed in v etitifiti where the bids are open to encourage 
ortrsoiog t»ddb« imfl ate 

Frahkhn where bkb are subnniicd once only to prevent bids being resubmitted baaed on previously 
10 disclosed contents of other bids. ( Col 8 line 65-66) 

Unlike our claimed invention where the potential depositor selects the depostt-taking institution to 
have access to said depositor' a identity, Frankhn's system uses the? server to decide the winner 
according to some set rules whereby the encrypted identity of winner is broadcast to be reassembled 

15 at each terminal. As mentioned, in our specification since deposit req uireme nts are personal, 
complex and ate de pe nd ent on each depositor's circumstances such as duration, return and risk 
profiles wherein bided term* may not necessarily completely satisfied the depositor's requirements, 
rcsnhxng, in the need for individuals to select the most appropri ate terms. For example, a 
combination of sham and cash terms will be more difficult to assess than a pure deposit rate*. We 

20 submit that then cannot be hold true a generic formula as in Franklin to substitute the selection 
criteria by said d epmrifai r by airy one rule. 



15 



1 

i\ Moreover, the mate difference not anticipated is where the offeror or potential depositor is 



anonymous. Franklin taught the bidder's identify being encrypted as wel as to include a random 
25 number being digested and mcorporsted into the bid function 500 as in FIG 5. We do not see this 
having any resemblance to our need for a handle for die offeror, A handle such as a "Nick" in in 
human readable langua g e and is immutable linked to offeror's real identity while Franklin seam to 
teach a two foidpiunws of creating a pseudonym by random number means, having it digest and 
father encrypted nto the digital coin which results in only machine readable codes. Ibis appears to 
30 be an overkfl ft* the sample purpose of being anonymous ie nameless during the auction process, ft 
» doubtful that Ac oflfcror wffl be able to recognize such encrypted code which later most be 
<t ; displayed Franklin did not teach of displaying die offeror's deposit application or bidders' bids 

J (with or without the digested pseudonym) and by daapbying auch will defeat the purpose of the 

v] grandiose enc ry ption employed, followed by thei 



Our bided terms cottipiiaiug deposit tecma, type of guarantee, paym en t schedule, deposit] 
securities in exchange and terms of exchange are abo not anticipated m Franldm which is a general 
sealed bid auction. A* wc have claimed, said hkied terms are open as d 
throughoirt tte a»c*i^ 
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ID 



( Col 8 line 63 to 67). This by itself evidenced it is not capable of being 



Btedtoatteast4 
displayed. 

There » also no dtsctaaire that FnmMin cam accept any deposit application from depositors and to 
sdcctmR of tbe dqpo^ 

accessing fee ayatete to Wd and at the end, the identity of the wimra 

fltc decrypted errfbrniation at die particular that receives all the information fitMa the correct 

servers. In abort, the winning bidder collects the slgtied dedarsttons front correct servers as proof of 
being the winner. Wq submit that such sophisticated method would not anticipate our simple step of 
merely allowing the offeror to select the winner and to provide access offeror's identity. A* 
mentioned Franklin teaching of a safe to the winner ia aUo not compatible to our need to providing 
access to offeror's i den ti t y. 



25 in short, Franklin merely describes a way where bidden* and bid* can be 'sealed 7 using an 

encryption method to lukiur the practice of seated bids by electronic means to overcome some of 
the fthortcomingp found in the off -tine world such as insider perpetuated fraud. While a pseudonym 
w alternatively taugbt fey ^ 

Cot 10, line 34-65, Claim 9 and 10 of Franldin>Howev*r, there is no suggestion for displaying 
20 pseudonym and may in fact contrary to FranktkTs design of tether dispersing the 
encryptcd/digea&ed pseudonym- 

As mentioned our claims detailed anonymity by assigning handtes to depositors (offeror) and not by 
encryption methods w&l a farther need to displaying it. Table A below hffiHghta (he main 
25 differ cuces. 



Franklin US 6055518 


Otsr CTjjrimgd Indention 






Protection for biddenVbtd and pseudonym 
for bidding terminal only. A random 
number is used as pseudonym for bidder 
Which is fbrfher digest to unreadable code as 
per RO 5 and spread to at feast 4 servers. 


Anonymity for potential depositor or for 
both depositors and deposit-taking 
wu&Btiem but not for Udder ONLY. 
Anonymity by handle means here is 
readable by humans and ia displayed. 


Requires at least 4 server* to receive bits of 
encrypted Uda fefittwaftimL N6^^ 
show it can receive deposit application nor 
conduct open bids nor displaying said bids. 


One server to receive open bids, receive 
deport applications and displayed thera 
anonymously. 


Encrypted bids are muKcaat to all servers 


Open bids ja send to one server 


AD servers are required to reconstruct die 


Not applicable smse bids are open 
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*: 
I 



bids and bidders inftmnauon 




Server selects winner (Col 9 line 54) 


Depositor selects d*; bidder 


Not apphcable since bidder at Hie outeet 
knows the identity of the offeror. Successful 
bidder can only purchase the offered item . 


Selected bidder has accessed to Depositor's 
real identity ONLY 


Bids »d bidden kicntiues are encrypted 
and unknown during the auction period. Do 
not encourage further bidding- Col 8 tine 


Bided terms are open during the duration of 
auction to encourage contppthtve bidding. 


No teaching or not apnficabte since the 
svstem is designed for a ankle offeror. 


Accepts multiple depositors' apphcatioos 
over the network 


No teaching or where the offered item is 
fixed At the outset and purchasable where 
transfer of ownership is required. Although 
FnmkHn mentioned service contract* such as 
hi procurement ( Col 1, tine 37% they still 
mvohwl transfer of tinea involving chattels 
and not as m our claimed invention, a 
deposit faculty. 


Deposit Application subscribes to money or 
securities on offer for a deposit fatality 


Bids consist of monetary bids with verifiable 
digital cash or off-fine cadi by using a digital 
coin signed by a bank. (Col 8 line 50) 


Bids consist of terms of deposit terms, type 
of guarantee;, payment schedule, deposit 
latffjf^ securities in ^QtVihsngff and temta of 
exchange or grouped as deposit service 


Vcrifymg die bidder's bid ki the form of a 
digital coin as presented to the bank* The 
uae of a digital coin is to preserve anonymity 
and protect the bidder's identify but also to 
verify validity of had amount. 


Verifying the ownership of deposit offering 
from depositor (oflcrarX. Not anonymous 
for this process since anoaymiiy will defeat 
verification process. 


Bids are encrypted and not accessible during 
the auction stage. ( Col ft fines 63-457) 


Bids are accessible by aB during auction. 


The real identities of bidden are concealed 
by encryption means where such encrypted 
bits are shared by at least 4 servers. 


Total anonymity for both depositors and 
deposit takmg institutions and not just for 
dmnkc as m rtamoin. 







Factors that vriB s upport a conclusion that the prior art 



are: 
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m Prior »rt elemeiit perfonitt 

sJc way , and produce* substanfcally the same rc^tsas <^*£*»* ^^T^^ 

Or. ?^^T^ " «1W Coid- 185 F.3d 1259, 1267, SI USPQ2d 1225, 
1229-30 (Fed. Or. 1999)). 

We Mibmit ll»t oar cWn^ invro 

nrt gmiAjy 4 «»n^ to foceive enciy^ 

iwctkm-C^syitomisfordep^ 

depositor and depasi-takittg mstitotkm are anonymous. In Franklin only the bidder/bid » sealed Of 
protected using encryption and tte 

Furthermore, our bids are open to all uaers contrary to Franklin's teaching of encrypted bids. 



15 (2) a pcraon of ordinary akfll in the art would have recognized flue interehangeabilily of the otemcnt 
shown in flic prior art for the corre«ponding dement disclosed in the specification (AtSitd 
Corp v VSTIntT-Inc .. 174 F.3d 1308, 1316, 50 USPQ2d 1161, 1165 CFcd- Cir. 1999); 
Chiummatta Concrete Concepts. Inc. v. CawP«-t fcwt^ t , 145 F.3d 1303, 1309, 46 
USPQ2d 1752, 1757 (Fed. Cir. 1998); T-ockheea Aircraft Corp, v. United States. 553 F.2d 69, 

20 83, 193 USPQ 449, 461 (Ct. CL 1977)). 

The definition of anonymity means* The quabty or state of being unknown or unacknowledged. 
One feat fe unknown or unacknowledged « by The American Heritage® Dictionary <j the English 
Language, Fourth Edition and " the state of being anonymous [syn: namekg agncasl " by WordNet <S> 
25 1.6. © 1997 Princeton University 



The defintton of encffyptkai means "To put into code or cipher. Computer Science. To aher (a file, 
for example) unfaaj a secret code so as to be unintelligible to unauthorized parties 7 ' by The 
American Heritage® Dictionary of the Engtish Language, Fourth Edition, and " roe activity of 
30 converting from plain text into code" by Wan/Net & 1.6, © 1997 Princeton University 



By definition, awmiymity jrefcrg to making &*c identity unknown or namdcmicm while encryption is 
to convert plain text into unintelligible to on»utf>ori:>«>d parties. In short, to satisfy the 
^^l Uff p ffffKB Wy IW ffl ' — *™*, ftie«lq>oAa|ylieJ*ion wwia^hed^ 

35 in«ldi«£kuam«CBtt^^ 



Similariy, by fciaayptiuM, Ate information, the offeror will not be able to read the encrypted bids 
cotroyojpdfcie to his anonymous anphVatirni mcorporating the handle. Simnarh/ by using a handle i 
40 Franklin would defeat partiauy its function to completely sealed the bidder's kteniity and bids. 
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10 



15 



35 



delayed hand* wh^^ 

mera 'wtmld not be mierchai^ble 
unrntcffigible And would drfeat puipofle fw 

Furthermore, ttrite ftlifi docs not anticipate our claimed invOTtion where the offeror is anonymous or 
where bom offeror and bidden* arc anonymous by said mem. It » well known in the art that the 
mJe of offeror and bidder fa NOT interchangeable* 



Franklin only teaches using digital cofris to incorporate the encrypted identity of bidder and bid 
amount Our bids are not m monetary amount bat comprises deposit terms or security exchange 
fa^ms and are qpm » lhat ot^ 

envisage one afcfflod intfae art to sec encrypted monetary amount must neccssarEy sh mro de powt 
terras in lieu, paiiietilafty when depoi^ capable of being 

transferred by endorsement «r an order to pay as m a cheque. It is equally difficult to see how a 
seller would accept payment by deposit terms which by definition does not amount to a actual sale 
value. For example, a*y a deposit torn is quoted as 5 percent of principal. The question here is 
whether the seller woi^ •principal' 
20 amount as considendian- 



40 



I To anticipate afl elements must be taught 

|j (3) thoe are inwiK y fatf>ri al differences between the prior art element and the corresponding dement 

* I tW-Jnt^t in ft*» BfM^jdvYTi OMS Technrioffv. Twl v Haas Autmnatkm. Inc.. 206 F.3d 1422, 



75 dw**cd m the specification flMS TcchnoW yY, ftp, V|l ff w Af^l. fas , 206 F.3d 1422, 

^ 1436, 54 USPQ2d 1129, 1 138 (Fed. Ch\ 2000); Valmont Indus, v. Reinke Mfe. Co .. 983 

fe'l F.2d 1039, 1043, 25 USPQ2d 1451, 1455 (Fed- Cir. 1993)). 

| ] . We submit that there are substantial differences bctwum the dements found in particular the 

f*; 3o structure of the prior ait requiring at least 4 servers to facilitates the q&icryptton and reconstruction 
j process while we only need one server because our bids are open and we use a simple handle for 

anraymfcy. to Frrnktm, there is no databa^ 

mamtaim bid mforrnatkin consisting ufdepc^teniaa, shares in exchange and terms of exchange 
etc. 



si 

Kj While Franklin teaches ver^^ 

coin, our claimed invention only verifies the offeror's ownership of the deposit assets. The 
difference b e tw e en -verifying offeror's assets and bidder's hid amount b not only one of 
functionality hnt afro d&thi^^ fits specific pu rpose of oar claimed invention, 
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fn FranWim the fwccessful bidder is selected by the server* by a public known rule (such as the 
highest dollar value) white in aw claimed invent^ 
which meets Iris or he* fen^^ 

daimed iitvcaalkm, the winner gets to access the offeror's identity whereas in Franklm, the wnmfsr 
5 bidder gets to purchase the auctioned item, again reflecting the functional differences, 

(4) the prior art ekmem k a structure equivalent of the corresponding element disclosed in the 
specification (hire Bond, 910 F_2d 831, g33, 15 USPQ2d 1566, 1568 (Fed. Cir. 1990)). 

io As mentioned, Frarrfdtn requires at least 4 servers according to formulation determining the number 
•1 of malfckmsiiieiiH^ 

whit attached dattwise to stro 

deposit appfccaikaiB, displaying them anonymously and so&itiiig bidders with open bide, Nothing in 
Franklin shows that it can receive deposit: application* and displaying them over the network 
15 corresponding to our claimed elements in CLwm 34. Franklin teach of advertised item and secret 
sealed bids ( Col 1 tine 30 -38) but nothing is taught that said advertised item » a deposit 
application capable of being received and displayed anonyzroo&ry. 

In aummairy, w* are confident that our claimed invention of a deposit auction system is not 
20 inherently tbimd in Franklin and novel, herein the main structural difference where Franklin's 
»! novelty is in the sealing of bid eonlrary to our system requirement of openness and coiiipeliiivenew 

^ j for said bids. 



Cl aim 34. 

30 in preamble, oar clamed invention cafe for a deposit auction system for sohciring terms of deposk 
and has the ckanm t of a database of deposit application which is not round in Franklin. There is no 
teaching in Franklin that the system can be adapted to be used for deposit auction wherein only one 
server is connected, the bid properties are electronic submission c on i pj jsifr g deposit terms, type of 
guarantees, payment schedule, deposit rate, securities in exch ang e and terms of ex ch a ng e to a single 

35 server being accessible by aB during the auction. In fret by using only one server would be contrary 
to Franklin's need to multicast the encrypted bkks information to at least 4 servers in order to 
preserve confirtntiHaBfy by <fatribirting across afl the servers. 



FrariUsVs anetim system only provides for monetary payment embedded in a ctigpta) coin for the 
40 bided item m contest to our claimed invention where fl*c winner is provided access to fee real 
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iflwt Uy of the potential dgposftor. II ia wefl known that one cannot buy another identity but may 
only tempt the other to reveal it by offering incentives. 

Where the bided km m for tale. In oar claim invention, the winner is being selected by dcpo«h 
*pp&cant baaed on the meek of the bid terms by way as an incentive. 

In our part (ft), we provide for means to receive a deposit application wherein fee application 
comprise* personal information, money, Bw surit kn etc offer terms. Franklin's structure does not 
appear to be able to accept deposit applications with elements consisting of personal mfbrmatkm 
anddepovt terms offer over a network from external parties omcr than bidiW 
off^OT as m fw claims mveirtton and 

O^cmost be two roles being played which are not interchangeable, hi fact, it is a rule that the 
offeror or people connected to the offeror cannot participate in Ms or her own auction as a bidder. 

In onr part (b> w« provide anonyiniry to 

cum anonymity method to the conceal biddsnr identity and bida amount. As mentioned, anonymity 
meajM making fi^appJicatiojiiiamclcwbrt 

nc^tol^ what tbey are bidding for. If we applied Franklin's teaching by erjerypting the deposit 
appl^a^infonnaoon,^ 

nrformafcOT « to user*. One skilled in the art would not be able to inherently mat 
»b^oer and offirw » one of lb* same or 

application to he displayed which is not anticipated by Franklin since Franldm'B novelty is to deny 
any form of access by encrypting and multicasting. 

hiour part (cX we claimed the elements of the bid by one deposit taking munition which is not 
anfedpatcd by Ffankhu as it was not designed for deposit application auction but generic scaled 
auction proct^ And ev»tf one aki^ in n^ 

neceasarfly reveal a bidder, it Sufi fall Aort to reveal the substance of the bod which consist of 
deposit terms for die taking of the deposit. There is nothing m Franklin which show* that it 
antaapatoitcftm 
30 system m Franklin. 

In our part (d). we claimed the deposit applicant (offeror) authorizing its real identity to be accessed 
w a second period of ta» (post aactio^ 
^)and deternmg the wiraier of the auction. Not krwwing the 
Fnakhn teaches lavadcaat to signed declaration of trie wnm^ 
51-54) and where D» winner is identified by presenting aU the declarations. 

tocontrastto our claimed invention, this need to reveal the identity of the offeror to the selected 
»>icMer by tlie offeror fflrequoTHJa^^ 



10 



15 



20 
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which is not ati&cip&ed by Franklin. Franklin did not teach of encrypting the offerors mfornwtikm 
and hence will no* a n t i c ipa te this final step of reveals^ the offeror's identity* 

As mention ed, f or a prior «t reference to anticipate a clam, the tefe^ 
5 every element of tite clam 

flria dwdorore requirement presupposes the knowledge of one afcnled m art ofnS* ^J^mmf 
invention, that presumed knowledge does not grant a license to read into the prior art reference 
teadwigpBlh^ are iwt there. ( Motorola, Inc V Interdigital Tech Corp., 121 F.3d 1461, 43 USPO 
2d 1481, 1490 (Fed Or 1997) 

10 

Furthermore, to estahKflh inherency, die extrinsic evidence "nmst make clear that the nnmng 
docripttomnrakM and that it wooW be 

*o ixttogrriaed by persons of oid^^ v. Monsanto Co., 94* F.2d 1264, 

1268, 20 lLSP_Q.2d 1746, 1749 (Fed. Cir_ 1991). Thherency, however, may not be established by 
15 probatrilnie* or poa&ib^ 

circumstance* not sufficient-" Id. at 1269, 20 U.S.P.Q.2d at 1749 (quoting In re OeMch, 666 
F.2d 578, 581, 212 U.S.RQ. 323 a 326 (CC.P.A. 1981). 

As the letter did not provide any clear and convincing evidence as to : 

20 

1) whyanoiiyiiiilyfflf^ 

3) wrryrhc proixrfes^ 

25 bid««lk^^ sealed bifl^con^ ^* 

4) how that accepting deposit appfcanofiii must neewwariiy preaent fn Frankltn , 

S> how would one reconciled the selling of bided item* as in Frmfcan to reveaitng the idennty of 

depositor as the rewatd; 
6> how wooldcmtrcc<ms^edthevafk^ 
30 type of gnattateea, payment schedule, deposit rate, securities m exchange and terms of 

exchange 14 wifli FrankKn's monetafy tnd amount which ts afao encrypted; 

we only rabntf that ask 

o nly on e element ia anticipated by Hifarcnxy bemg "a uuny i iri iy", we cjmnot agret with the 
35 examiner's conclusion that FrarikKn fnfly anfayateB our claim 34 in it» entirety and therefore mint 
mk th» claim to be allowed. 



40 
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C3aim35. 

This claim details the communication fawn depoaft applicant to select a wirmor/biditer at tfae end of 
Ac auction. Frnddm only provides for the server to select the winner. There is also no cvidenco in 
5 Franktin to short* a deposit applicant communicating over a network to select the winner. 

There is afao no evidence to show that a manual process of selecting must necessarily inherently be 
capable of being automated as in Franklin given the complex decision mating process in aetecthig 
the best deposit investment for dfiferent individual applicants. Therefore, it would not have been 
10 a n tic i pated for one viewing Franklin to provide a manual selecting process commturicaMe by the 
deposit applicant or offeror to the server and we respectfully ask the examiner to allow this claim. 

We also submit that as this claim is dependent on cfam 34 winch in view of Franklin does not 
anticipate a deposit auction system, we respectfully ask the examiner to with d raw this rejection in 
15 view of what is known in the art 



Oatm 3 6. 

20 

Franklin only details verification of the bidder's monetary bid and not in our claimed iiwvgwitrtf^ 
verification of the ofJerpr's deposit offerings. No extrinsic evidence** were offered in fee letter to 
■how that such verification of the offeror's deposit offering? most necessarily exist for Fnmklina 
offeror, "in reryipg upon the theory of inherency, the examiner most provide a basis in fact and/or 
25 technical itmmmpi^ to reasonably support the deter min ation that the allegedly inherent characteristic 
necessarily flows from Ate teachings of the applied prior art," Ex parte Levy. 17 USPQ2d 1461, 
1464 (Bd. Pat App. A Inter. 1990) (emphasis in origjtiai> Since none was provided, we can only 
conclude lhat inherency was not relied on and hence not anticipated inherently. Even if tins is a 
fiinetianaliniitati^ 

30 given weight m a ntiripfllk m rejection. Thb is parttculariy significant given flu* the roles of orarar 
and bidders are not interchangeable wcOlmowninflhrcaitof anctian. 

As such, applicant respectftOy suhmitB that claim 36 k afao patentable over Frenkttn in view off what 
is known in the art *nd on the above pounds. 

35 

claim detafcl^' properties 

nctirm. Franldtn elcaity dM 
40 mount of the bid are not re^^ 

Page 24 of 29 



Received from < 1 309 437 7071 > at 1017103 2:45:43 AM [Eastern Daylight Time] 



07-OCT-2003 03:23 ECORPNU.COM 



1 309 437 7071 



Application number: 09/534233 Art Unit: 3628 

Applicant: Khai Hee Kwon Examiner: Clement, B Graham. 

Title; System and method for conducting an electronic financial asset deposit 
suction over computer network 



That prevents bids being fiitanijUcd based on the pr^^ because 
by the properties of atomic multicast, once bidding is closed at any connect server, the set of tads 
that wffl be considered by any correct server is fixed " (Col 8 Ln 63 to Col 9 In 2) Also at Col 9 
line 8 -10, " These bids are basically decrypted shares of ibe whole information about the original 
5 bids and subsequently opened in three steps:" 

As mentioned carfax, wc encourage a competitive bidding environment where users can check other 
bids ratter as in Franklin, emulating a scaled bid auction and as the word 'sealed' suggest bids are 
not open. Furthermore, none of the elemental pr o p e rties of the bid are revealed in Franklin such as 
10 deposit terms, type of guarantees, payment sche&iie* deposit rate, securities tn exchange and terms 
of exchange. Therefore, it would not have been anticipated for one viewing Franklin to provide 
open access to bids during the suction and we respectfully ask the examiner to alknv this claim 37. 

15 Claim 38. 

Thffl claim is dependent on claim 34 and therefore embodies the dements which we have already 
submitted to be not anticipated. This claim includes the dements; deposit taking institution, 
assigning a handle and deposit auction T all of which are not anticipated in Franklin. On its own 
20 merit, our claimed invention calk for total anonymity where both bidders and offerors arc 

anonymous wfakb is not anticipated by Franklin where only the bidder and bidder's terminal are 
anonymous cum encrypted. Nothing in Frankhn shows it is capable of anonymity for the offeror or 
that it is a totaflty anonymous deposit auction syrtem as claimed here. 



25 As discussed above, A would not have been anticipated for one viewing Franklin in light of What is 
known in the art to provide for a deposit auction system as in the dependent claim 34. As such, 
applicant respectfully mbmka that claim 38 are also patentable over FrapkSn in view of what is 
known in the art. 

30 3^ CwttohllL 



Our ovcndl cottcjuwon is that the examiner had merely fbcussed on the elemental differences 
between the prior «t(s) and the claimed invention and then to state that the differences themselves 
or individual toe ofa^ said prior arte to 

35 *i***nti^ a 35 USC 103(a) rejection. StaBarty for a 33 USC 102(e) rejection, every element 
nmat be anticipated such as deposit auction system, anonymity for offe ror, displaying anonymous 
deposit applica^^ 

ka novelty of sealed bids which is contrary to our claim for open bids and ihc fact there is no 
teaching of anonymity for offeror which k fatal It is Just as important to recognize that the subject 
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matter of the trrventtott as a whole ** deposit application auction" is not mn anticipated by FrankHn. 
Reconsideration of the AI J . rejections is leapcctfuBy requested. 



I hereby declare that all itatemcnts made herein of my own lutuwledgo sre true and that aU 
statements made on information and bdkf arc believed to be true; and further thai (bese statements 
were made with the knowledge that wfllftd iabe statements and the Bke so made are punishable by 
fine or imprisonment, or both, under section 1001 of Title 18 of the linked States Code, and that 
15 «nch wiflfiil fafetc gtartementa may jeopardise ttw* vftlMhy rtf any flpptif i*tk*n^ my patent trtfflimg 

thereon, or «ry psrterM to which this verified statcra^ » dbec^ 



5 



Declaration 37 CFR ^.132 



10 





20 



30 




Date: Oct 7, 20O3 



1 



35 




40 
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APPENDIX 1 

1-14 <FREVK>U3HuY DELETED) 

deposit auction system, said system including a programmed computer connected to a netwoiV 
accessible by a pfandfty of were within a feat selected period of time and anonymity mearajfor 
concealing the identities of deposit applicants, the method executable at mad computer CoUipiiaJtte: 

a) receiving deposit appfc^^ 

wherein said appfictfkm comprise secuntieaor 
finanriM c<|uivideat depc^ > 

b) **igningaDait<tott>conc^ 
depositor's application fmortymotuty; 

c) receiving from at least one deposit-taking institHt^ who is a respective one of the users 
cortmmmcatfng ovw the network, at least a respective one 

application whegem amd bid comprise* responsive depoait tctma, type of guarantee^ payment 
achedule, deposit rate, securities in exchzngc and karma of exchange and 



d ) receiving m c hcti o nic instruction tmm the deposit applicant, notifying and authorizing at least 
one acte^ deposiMakingini^t^ to acceaa a real identity and personal information of said 
25 applicant far a ascend selected period of tone. 



i, 16. (Previously Presented) The meftod according to claim 15, fbrthcr comprising a step of 

l : ittt£vingfix»idepo8ft applied 

|i at least one of icHponve deposit-taking inatitutiora bided for said depositor's appfcatkm. 



17. (Previously Presented) The method according to datm 15, inclndea a step of verifying the 
ownership of said money, accuritk* or &mtd^ equivalent as subscribed by deposit applicant 



m 18. (I¥moia^ Presented)!^ farther comprising a step of 

r : : 35 ^t^i^.^ T A**m j^fm^Htw^%M nrf KiA for <ha Aynaitar'a appttcarion in a datuhm i n accem M a to 
lMOToveranctwo*, saidd^ 

deposit rate, securities in exchange and lerma of exchange nrfbnnatkm on each of a pturafty of 

- SuLhuuICO jeBpOUBEVC UHIS, 



Page 27 of 29 



- Received from < 1 309 437 7071 > at 10/7/03 2:45:43 AM [Eastern Daylight Time] 



07-OCT-2003 03:25 EC0RPNU.COM 1 309 437 7071 P. 29 



. rtft, -- A ,« Art Unit: 3628 

auction over computer network 



to 



20 



25 



19. (Previously Preset 

completely anonymous deposit auction, comprising : 



a»Bigyiff*c a 



han^ to conceaU real identity 



20. (PREVIOUSLY DELETED) 

21. (PREVIOUSLY DELETED) 

22. (PREVIOUSLY DELETED) 

23. (PREVIOUSLY DELETED) 

24. (PtcvioiafyPn^eiited) A deposit auction, system roctudmg a computer connected to a network 
prugt amme d to perform the method of Claim 15. 

25(PreM0W^ 
15 programmed to perform fibre method erf Claim 16. 

26. (Previously Presented) A deposit auction system including a cci^puier connected to a network 
p r ogram med to p a dSmn the method of Claim 17. 

27. (Prevwo^Ftes^^ 

pio^ r a t nf n ed to perform the method of Claim 18. 

28. (Previously Presented) A deposit auction system meludng a computer connected to a network 
programmed to perform the method of Claim 19- 

29. (Previously Presented) Computer executable software code stored cm a computer readable 
storage medium imptott^^ method of claim 15. 

30. (Previously Presented) Computer executable software code stored on a computer readable 
30 storage medium kup te uraitii i tt the mcfeodof clagn 16. 



* 31. (Tt^vioiMlyPreseiitcd) 

* „ storage medium impte^etitfmg the method of clam 17. 

§ v 33 32,( Prevknriy Presented) Computer executable software code stored on a computer readable 
| | storage medktro jmptemertfmg the method of claim 18. 
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34. (Previously Presented) A deposit auction system for soliciting competitive terms of deposit 
connected to a network, said network pmnpiTwijig ait least one chent computer and a programmed 
computer further compri^ said network accessible by a 

plurality of users within a first selected period of time, comprizing: 

a) means for receiving a deposit afqrtkuticm from a prospec 

ode of the users, wherein said application cotttprisii^g pevrasstible personal information and money, 
securities or financial equivalent deposit offer trams as subscribed by the prospective depositor; 

10 b) anonymity means for assigning a handle to conceal a real identity of the said prospective 
depositor for displaying said depositor's application anonymously; 

c) means for receiving from at least one deposil-takbg institution, who is a respective one of 
the users communicating over die network, at least a i c sp c cl ivq one of the responsive bids for said 

15 deposit application, offer wherein said bid comprises responsive deposit^ terms, type of 

guarantees, payment schedule, deposit rate > securities in exchange and terms of exchange; and 

d) means for receiving an electronic infraction from the deposit applicant, notifying and 
authorizing at least one selected deposit-taking m at fa utkm to access a real identity and personal 

20 information of said applicant for a second selected period of time. 

35. (Previously Presented) The system according to claim 34, further comprising means for 
receiving from deposit applicant comroumcatfog over the network, an electronic instruction selecting 
at least one of responsive deposit-taking tnadtntions hided for said depositor's application. 

36. (Previously Presented) The system according to claim 34, farther comprising twftftw * for 
verifying the ownership of said money, securities or equivalent as subscribed by deposit 
applicant. 

30 37. (Previously Presented) The system according to claim 34, further comprising means for 
m a int a inin g data representative of bids for the depositor's application in a database accessible to 
user* over a network, said data comprising dep o siting terms, type of guarantees, payment schedule, 
deposit rate, securides m exchange and terms of exchan^ information on each of sphirattty of 
submitted responsive bids. 

33 

38. (Previously Pr esent ed ) The system according to claim 34, adapted to further promote a 
completely anonymous deposit auction, by indudittg means for nffwgnffn; a handle to conceal a real 
identity of the deposit taking institution. 
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